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DETAILED ACTION 
Response to Arguments 

1 . In response to Applicant's arguments filed, 2/1 0/05, As taught by the applicant, 
words in the database that have a predetermined identifier, identifying the word as a 
word chunk, hrieaning that words with identifiers are word chunks. The words "a" or "1" 
can be used in Ihe formation of other words, such as aardvark, aback, and abacus, or 
intent, intention, respectively for the words beginning with each stated word. In any 
ordinary word prediction, or auto-completion method which separates the suggested 
completion portion from the input character, by highlighting, or underlining or any other 
appropriate method of including a predetermined identifier (and as defined by the 
applicant, word ...such as "a", now interpreted as a word chunk, by applicant's definition 
"word chunk ... a word portion used in the formation of other words..." (p.9 para 3), 
wherein the separation of word to completion suggestion by highlighting and underlining 
means, is interpreted as identifying a word chunk, by the definition. As broadly claimed 
by applicant, even the suggested completion word "at" reads on the claims as written, 
wherein, the input character/word "a" provides the suggested completion "at", or "at" 
wherein the underlining or not underlining of the portion of the word which is used to 
create a new word, thereby meeting the limitations of the claimed invention as currently 
claimed. The applicant states, page 22 para 2, "it would teach underlining of an entered 
letter such as "w"' in the list of two letter combinations such as wh, we, wi; or the 
underlining of two entered letters such as wh for example, in a display of three letter 
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groupings such as whi, whe, who." By even the applicant's understanding of the prior 
art, the claim is met using at least the example of the word "at" as explained above. 
Applicant further states, p. 22. para. 1, Mickunas *113 patent ... "identifies, at best, an 
input portion of selectable words", Applicant further defines word chunks, specification 
p. 9 lines 16, 17, word chunk includes a word portion used in the formation of other 
words..." The Examiner interprets the input portion to be the word portion (word chunk), 
identified by one of Mickunas' predetermined identifier methods, used in the formation 
of another word, thereby meeting the limitation as claimed. 

Ir> response to applicant's arguments, pages 23-25 "Lack of Motivation to 
combine reference teachings", the applicant's position is that the arts are unrelated. 
However, as the applicant admits, page 24, para 1, O'Dell has a word prediction 
system, and the Examiner finds Mickunas, abstract, to have a method of using the 
contents of a data memory deice and data inputted by an operator to extract additional 
data from the memory device until the operator determines that the device is displaying 
data he desires to see. The Examiner cannot concur with the Applicant's opinion that 
the references are not related. The Examiners motivation to combine are thus 
appropriate, and well founded in the related arts as in each claim rejection provides 
support therein. 

Applicant's arguments with respect to the Official notice have been considered 
but are moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC §112 
2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims.1, 20, 39, 57, 72, and 86 (and all dependent claims, 2-4, 6-19, 21-38, 40- 
42, 44-56, 58-61, 63-71, 73-85, 87-89, and 91-97) are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for falling to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

Specifically, claim 1 (and similarly stated, independent claims 20, 39, 57, 72 and 
86) directs one skilled in the art to, "displaying at least one of selectable words... , 
receiving a selection of a displayed word..., displaying at least one of selectable 
words... however ... then, "in response to receiving selection of a displayed 
word chunk...". The applicant has omitted the possibility of receiving a selection 
of a displayed word chunk in the path that the input character provides for the 
displaying and selection of only words.. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1 -4, 7-23, 26-42, 45-53,55, 57 and 58 are rejected under 35 U.S.C. 

1 03(a) as being unpatentable over O'Dell in view of Mickunas (US Patent No. 5,040, 1 1 3 
Aug. 13, 1991). 

O'Dell and Mickunas are analogous art in that they involve word predictive 
methods. 
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As per claims 1-3, 12, 20-22, 32, 39-41 and 49, O'Dell discloses a word 
prediction method comprising: 

displaying at least one of selectable words and word chunks in response to 
receipt of an input character (Page 7 lines 30, 31 , Page 9 lines 1 1 -36, fig. 4); 

receiving a selection of a displayed word or work chunk (Fig. 4 selection of WH); 

and 

displaying at least one of selectable words and word chunks including a selected 
word chunk, in response to receiving selection of a displayed word chunk (Fig. 4 "WHI" 
"WHE" "WHA", -it is inherent to have a storage area from which word or word chunks 
are retrieved from, interpreted as a database). 

a word chunk includes a word portion used in the formation of other words (page 
5 liens 18-25-"we"-interpreted as a word portion used in the formation of at least the 
word wetter). 

O'Dell does not explicitly disclose: 

a word chunk includes a predetermined identifier, identifying it as a word chunk. 

However, Mickunas teaches having a word chunk which includes a word portion 
used in the formation of other words and includes a predetermined identifier, identifying 
it as a word chunk (C.4.lines 18-29-The words "a" or "1" can be used in the formation of 
other words, such as aardvark, aback, and abacus, or intent, intention, respectively for 
the words beginning with each stated word. In any ordinary word prediction, or auto- 
completion method which separates the suggested completion portion from the input 
character, by highlighting, or underlining or any other appropriate method of including a 



Application/Control Number: 09/652,036 Page 6 

Art Unit: 2654 

predetermined identifier, Mickunas-underlining, blinking, highlighting, italics-C.4.lines 
18-29, (and as defined by the applicant, word ...such as "a", now interpreted as a word 
chunk, by applicant's definition "word chunk ... a word portion used in the formation of 
other words..." (p.9 para 3)), wherein the separation of word to completion suggestion 
by highlighting and underlining means is interpreted as identifying a word chunk, by the 
definition. As broadly claimed by applicant, even the suggested completion word "at" 
reads on the claims as written, wherein, the input character/word "a" provides the 
suggested completion "at", or "at" wherein the underlining or not underlining of the 
portion of the word which is used to create a new word, C.3-C.4). Therefore, at the time 
of the invention, it would have been obvious to one ordinarily skilled in the art to 
combine O'Dell with Mickunas. The motivation for doing so would have been to identify 
any prefix to the user, which will have information concatenated upon in constructing a 
word (C.4.lines 18-29). 

O'Dell and Mickunas fail to explicitly disclose the predetermined identifier is a 
tilde. However, the feature of having a predetermined identifier to identify a word chunk 
is well known in the art. It would been obvious to one of ordinary skill in the art at the 
time the invention was made to use a tilde instead of one of the predetermined 
identifiers of Mickunas, wherein using the tilde without producing any new and 
unexpected result involves only routine skill in the art, see In re Undberg,93 USPQ 23 
(CCPA 1952). 

As per claims 4, 23, and 42 O'Dell and Mickunas disclose all of the limitations of 
claim 1, upon which claim 4 depends. O'Dell does not explicitly disclose: 
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the words and word chunks are in the German language. 

However, O'Dell teaches (Page 2 lines 34-36 and abstract) the method is 
applicable to ideographic and non-ideographic languages and Western languages, 
which includes German. The Examiner takes official notice that German is considered a 
Western language. It would have been obvious to one ordinarily skilled in the art at the 
time of the invention to provide the word and word chunks in the German language. The 
motivation for doing so would have been to reduce typos and misspellings for Western 
languages, from finding a word by selecting increasing complete words (abstract). 

As per claim 7, 26 and 45, O'Dell and Mickunas disclose all of the limitations of 
claim 1, upon which claim 7 depends. O'Dell further discloses: 

the input character is an alphabetic character (Page 9 lines 14-16). 

As per claim 8, 27 and 46, O'Dell and Mickunas disclose all of the limitations of 
claim 1 , upon which claim 8 depends. O'Dell further discloses: 

the input character includes a symbol (Fig 8 item 76). 

As per claim 9 and 28, O'Dell and Mickunas disclose all of the limitations of 
claim 1, upon which claim 9 depends. O'Dell further discloses: 

the input character includes a symbol sequence (Page 17 lines 27-36, Page 18 
lines 1-29). 

As per claim 10, 29, 30, and 47, O'Dell and Mickunas disclose all of the 
limitations of claim 1, upon which claim 10 depends. O'Dell further discloses: 

the selection of a displayed word or word chunk is received from an input device 
(Fig. 1 item 2, Fig. 4, Page 4 lines 1 1-13-touch screen palmtop). 
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As per claim 11, 31, and 48, O'Dell and Mickunas disclose all of the limitations 
of claim 1 , upon which claim 1 1 depends. O'Dell further discloses: 

the words and word chunks are in an agglutinated language (Page 17 lines 27- 
36, Page 18 lines 1-29). 

As per claim 13, 33, and 50, O'Dell and Mickunas disclose all of the limitations 
of claim 1, upon which claim 13 depends. O'Dell further discloses: 

the selectable words and/or word chunks, displayed in response to receiving 
selection of a displayed word chunk, include at least one additional word chunk 
including the previously selected word chunk (Page 1 1 lines 12-25-work screens are 
available chunk by chunk). 

As per claim 14, 34, and 51, O'Dell and Mickunas disclose all of the limitations 
of claim 1, upon which claim 14 depends. O'Dell further discloses: 

displaying, in response to receiving selection of a work chunk including the 
previously selected word chunk, at least one of selectable words and word chunks 
including the word chunk including the previously selected word chunk (Page 1 1 lines 
12-25, Fig 7b Items 64, 70, 72-chunk by chunk display). 

As per claim 15, and 52, O'Dell and Mickunas disclose all of the limitations of 
claim 1, upon which claim 15 depends. O'Dell further discloses: 

storing the displayable words and word chunks in a database (Page 10 lines 25- 

32). 

As per claim 16, 35, and 53, O'Dell and Mickunas disclose all of the limitations 
of claim 15, upon which claim 16 depends. O'Dell further discloses: 
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the step of storing includes storing at least one code in association with each 
word and word chunk in the database (Page 9 lines 25-36-frequency codes). 

As per claim 18, 37, and 55, O'Dell and Mickunas disclose all of the limitations 
of claim 16, upon which claim 18 depends. O'Dell further discloses: 

the codes include frequency codes, with words and word chunks associated with 
the input character and a relatively high frequency code being displayed before words 
and word chunks associated with the input character and a relatively low frequency 
code (Page 9 lines 25-36). 

As per claim 57, O'Dell discloses a word prediction method comprising: 

displaying at least one of selectable words and word chunks including an input 
character, in response to receipt of the input character (Fig. 4, page 9 lines 1 1-36-page 
10 lines 24); and 

replacing the input character with a selected word chunk in response to receiving 
selection of a displayed word chunk (Fig. 4, Fig. 7a, 7b, page 9 lines 11-36-page 10 
lines 24, the character V is replaced by a selected word chunk), wherein the selected 
word chunk is subsequently used in place of the input character for further word 
prediction (Fig. 7b-the word chunk "wh" is subsequently used for further word prediction 
in place of the original input character). 

O'Dell does not explicitly disclose: 

a word chunk includes a predetermined identifier, identifying it as a word chunk. 
However, Mickunas teaches having a word chunk which includes a word portion 
used in the formation of other words and includes a predetermined identifier, identifying 
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it as a word chunk (C.4.lines 18-29-The words "a" or "I" can be used in the formation of 
other words, such as aardvark, aback, and abacus, or intent, intention, respectively for 
the words beginning with each stated word. In any ordinary word prediction, or auto- 
completion method which separates the suggested completion portion from the input 
character, by highlighting, or underlining or any other appropriate method of including a 
predetermined identifier (and as defined by the applicant, word ...such as "a", now 
interpreted as a word chunk, by applicant's definition "word chunk ... a word portion 
used in the formation of other words..." (p.9 para 3), wherein the separation of word to 
completion suggestion by highlighting and underlining means is interpreted as 
identifying a word chunk, by the definition. As broadly claimed by applicant, even the 
suggested completion word "at" reads on the claims as written, wherein, the input 
character/word "a" provides the suggested completion "at", or "at" wherein the 
underlining or not underlining of the portion of the word which is used to create a new 
word, C.3-C.4). Therefore, at the time of the invention, it would have been obvious to 
one ordinarily skilled in the art to combine O'Deli with Mickunas. The motivation for 
doing so would have been to identify any prefix to the user, which will have information 
concatenated upon in constructing a word (C.4Jines 18-29). 

As per claim 58, O'Dell and Mickunas disclose all of the limitations of claim 57, 
upon which claim 58 depends. O'Dell further discloses: 

displaying at least one of the selectable words and word chunks including a 
selected word chunk, in response to receiving selection of the displayed word chunk 
(Fig, 7b-in response to receiving a selection of "wh", "which" is displayed). 
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6. Claims 6, 17. 19, 25, 36. 38, 44. 54 and 56 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over O'Dell in view Mickunas and further in view of Kadashevich 
et al. (herein referred to as Kadashevich. US Patent No. 5,369,577 Nov. 29, 1994). 

O'Dell, Mickunas and Kadashevich are analogous art in that they involve word 
predictive methods. 

As per claims 6, 25, and 44, O'Dell and Mickunas disclose all of the limitations 
of claim 1 , upon which claim 6 depends. O'Dell in view of Mickunas do not disclose: 

displaying at least one morph of a selected word in response to receiving 
selection of a displayed word. 

However, Kadashevich teaches displaying at least one morph of a selected word 
(C.7.lines 9-22). Therefore, at the time of the invention, it would have been obvious to 
one ordinarily skilled in the art to combine O'Dell, with Kadashevich by modifying the 
display of O'Dell to include at least one morph. The motivation for doing so would have 
been to eliminate redundancy in the database of words, while providing all possible 
inflections of a word for user selection (C.4.lines 33-44). 

As per claims 17, 36 and 54, O'Dell and Mickunas disclose all of the limitations 
of claim 16, upon which claim 17 depends. O'Dell in view of Mickunas do not disclose: 

the codes include morph codes, and wherein morphs of the selected word are 
displayed in response to receipt of a selection of a displayed word including associated 
morph codes. 

However, Kadashevich teaches 
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the codes include morph codes, and wherein nnorphs of the selected word are 
displayed in response to receipt of a selection of a displayed word including associated 
morph codes (C.24.lines 20-57). Therefore, at the time of the invention, it would have 
been obvious to one ordinarily skilled in the art to combine O'Dell, with Kadashevich by 
having codes included with the morphs for O'Deirs display. The motivation for doing so 
/ would have been to make use of the codes in order to further morphologically analyze a 
word properly for further possible further processing to receive a desired final result 
(C.1 /.lines 24-41). 

As per claim 19, 38, and 56, O'Dell, Mickunas and Kadashevich disclose all of 
the limitations of claim 17, upon which claim 19 depends. O'Dell further discloses: 

the codes include frequency codes, with words and word chunks associated with 
the input character and a relatively high frequency code being displayed before words 
and word chunks associated with the input character and a relatively low frequency 
code (page 9 lines 25-36). 

7. Claims 59-61 , 63-89, 91-97 fall within the scope the previously rejected claims, 
and therefore are rejected. 

Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lament M. Spooner whose telephone number is 
571/272-7613. The examiner can normally be reached on 8:00 AM - 5:00 PM, 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richemond Dorvil can be reached on 571/272-7602. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 
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